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Please find below and/or attached an Office communication concerning this application or proceeding. 
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Application No. 

09/494,088 



Applicant(s) 

MCGROGAN ET AL 



Office Action Summary 



Examiner 

Anne-Mane Faik, Ph D, 



Art Unit 

1632 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- E 'tensions of time may be available under the provisions of 37 CFR 1 , 136(a). In no event, however, may a reply be timely filed 
after SIX (6) IVIONTHS from the mailing date of this communication. 

- It the period for reply specified above is less than thirty (30) days, a reply within the stalutory minimum of thirty (30) days v/ill be considered timely. 

- It rjO period for reply is specified above, the maximum statutory period v;ill apply and will expire SIX (6) IVIONTHS from the mailing dale of this communication. 

- F.iilure to reply within the set or extended period for reply v;ill, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33), 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
..-arned patent term adjustment. See 37 CFR 1, 704(b). 

Status 

1 )[Z] Responsive to communication(s) filed on 06 June 2002 . 
2a)H This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomnal nnatters, prosecution as to the nnerits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 
Disposition of Claims 

4) H Claim(s) 1-24 is/are pending in the application. 

4a) Of the above clainn(s) 18 is/are withdrawn from consideration. 
SjD Claim(s) is/are allowed. 

6) \Z\ Clainn(s) 1-17 and 19-24 is/are rejected. 

7) [3 Claim(s) is/are objected to. 

8) n Clainn(s) are subject to restriction and/or election requirement. 
Application Papers 

9) 0 The specification is objected to by the Examiner. 

1 0) 0 The drawing(s) filed on ts/are: a)n accepted or b)\Z\ objected to by the Examiner 

Applicant may not request that any objectiori to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a), 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the pnority documents have been received in Application No. . 



3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) [I] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received, 

15) H Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) , 6) \Z] Other: 



US Patent and Trademark Office 

PTO-326 (Rev 04-01) 



OfTice Action Summary 



Part of Paper No. 20 
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DETAILED ACTION 



The amendments filed June 6. 2002 (Paper No. 13) and October 28. 2002 (Paper No. 17) have 
been entered. Claims 1. 11-15. 17. and 19-21 have been amended. Claims 23 and 24 have been newly 
added. 

Accordingly. Claims 1-24 are pending in the instant application. 

Claim 1 8 is withdrawn from further consideration pursuant to 37 CFR 1 142(b) as being drawn to 
a nonelected invention. Election was made without traverse in Paper No. 9. 
\cccrdini^!\ Claims 1-17 and 19-24 arc cxam.incd herein. 

The follow mg rejections arc reiterated or newly applied and constitute the complete set of 
rejections being applied to the instant application. Rejections and objections not reiterated from the 
pre\ ious office action are hereby withdrawn. 

This application contains Claim 18 drawn to an invention nonelected without traverse in Paper 
No. 9. A complete rcph to the final rejection must include cancelation of nonelected claims or other 
appropriate action (37 CFR 1.144). See MPEP § 821.01. 



Correction of I n ventorsh ip 

hi view of the papers filed on October 28. 2002 (Paper No 18). it has been found that this 
nonproMsional application, as filed, through error and without decepti\ e intent, improperh set forth the 
in\ entorship. and according!} . this application has been corrected in compliance with 37 CFR 1 .48(a). 
The inventorship of this application has been changed b> adding Paul R. Sanbcrg as an inventor. 

The application w ill be forwarded to the Office of Initial Patent Examination (OIPE) for issuance 
of a corrected filing receipt, and correction of the file jacket and PTO PALM data to reflect the 
in\ entorship as corrected. 
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Claim Rejections - 35 iSC if 112 



The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 



The specitlcalion shall contain a w ritten description of the un ention. and ot'the manner and process of making 
and using it. m such full, clear, concise, and exact tenns as to enable any person skilled in the art to which it 
pertains, or w ilh which it is most nearK connected, to make and use the same and shall set Ibrth the best mode 
contemplated b\ the iiu entor of cam ing out his iiuention 



Enablement 



Claims I -1 7 and 19-22 stand rejected and Claims 23 and 24 are rejected under 35 U.S.C. 1 12. 
first paragraph, for reasons of record advanced on pages 2-4 of the Office Action of Paper No. 10 (mailed 
l/3/tJ2). as containing subject maner which was not described in ihe specificaiion in such a wa\ as to 
enable one skilled in the art to which it pertains, or with which it is most nearly connected, to make and/or 
use the invention. 

At page 5. paragraph 2 of the response. Applicants assert that thc>' have amended the claims to 
recite a "neuronal progenitor celf" rather than broadK' reciting the term "progenitor cell." Applicants 
conclude that this o\ ercomes the enablement rejection as it relates to gene therap> . However, the 
Examiner fails to see how this does any thing to ov ercome the enablement rejection w ith regard to gene 
therap\'. It is clear that both the terms "progenitor cell" and "neuronal progenitor cell" encompass 
geneticalh' engineered cells as discussed in the specification. There is nothing in the claims to exclude 
the UbC of genetieall\ modified cells. Neuronal progenitor cells can be geneticalK modified just as an\ 
other progenitor cell can be. The Examiner did not suggest that narrow ing the scope of the progenitor cell 
would o\ ercome the enablement rejection with regard to gene therapy. Thus, this aspect of the 
enablement rejection is maintained. 

At page 5. paragraph 5 of the response. Applicants argue that the results obtained b> Baker et al. 
support a correlation between the presence of sun iving dopaminergic cells and functional recover) in 
rats, Howe\ er. the instant specification clearK discloses that the experiments performed b\ Applicants 
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did not result in functional rcco\ cr\ as the reduction in rotational beha\ lor of the rats was not statisticalh 
significant (specification at top of page 30). Furthermore. Applicants ha\ e not pointed to an\ e\ idence to 
suggest that decreased rotational scores in OHDA-lesioned rats correlates with treatment of humans 
ha\ mg Parkinson's Disease, It is well-established that the specification must be enabling for the claimed 
un ention at the time of filing and even if it could be show n that the results obtained b\- Baker et al. (2000) 
correlate w ith thcrapx in humans, the skilled artisan w ould not have had the benefit of the additional 
teachings of Baker et al. (2000), as this reference is post-filing art. 
Thus, the rejection is maintained for reasons of record. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularK pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 2-5 and 24 are rejected under 35 U.S.C. 112. second paragraph, as being indefinite for 
failing to particularK point out and distinctK claim the subject matter which applicant regards as the 
invention. 

Claims 2-5 are indefinite in their recitation of "progenitor cells'" because Claim I specificalh' 
recites "prov iding neuronal progenitor cells." Where a broad term and narrow term arc used together in 
the same claim, the claim is considered indefinite, since the resulting claim does not clearK' set forth the 
metes and bounds of the patent protection desired. Note the explanation given b\ the Board of Patent 
Appeals and Interferences in Kx parte Wu, 10 USPQ2d 203 1. 2033 (Bd. Pat. App. & Inter. 1989). as to 
where broad language is followed b> "such as" and then narrow language. The Board stated that this can 
render a claim indefinite b\ raising a question or doubt as to whether the feature introduced b\' such 
language is (a) mercK exemplar\ of the remainder of the claim, and therefore not required, or (b) a 
required feature of the claims. Note also, for example, the decisions of Kx parte Steigewald, 13 1 
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USPQ 74 (Bd. App. 1961): Kx parte HalL S3 USPQ 38 (Bd. App. 194S): and Kx parte Hasche. 86 
USP0 481 (Bd, App. 1949). 

Clami 24 is indefinite in its recitation of "further comprising the additional step of a. har\ estmg 
the dopaminergic neuronal cells'" because there are now two steps labeled "a/" m the claim and it is 
unclear when the har\ esting step is performed. 



Conclusion 

No claims are allowable. 

This application contains Claim 18 drawn to an invention nonelectcd w ithout traverse m Paper 
No. 9. A complete repK to the final rejection must include cancelation of nonclccted claims or other 
appropriate action (37 CFR 1.144) See MPEP § 821.01. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly. THIS ACTION IS MADE FINAL, See MPEP § 706.07(a). Applicant is 
reminded of the extension of time polic>' as set forth in 37 CFR 1 .136(a). 

A shortened statutor\ period for repK to this final action is set to expire THREE MONTHS from 
the mailing date of this action. \n the event a first reply is filed w ithin TWO MONTHS of the mailing 
date of this final action and the advisor\ action is not mailed until after the end of the THREE-MONTH 
shortened statutor\ period, then the shortened statutor\ period will expire on the date the adMSor\ action 
IS mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisor\ action. In no event. howe\ er. will the statutor\- period for repK expire later than SIX 
MONTHS from the date of this final action. 

Any mquirx concerning this communication or earlier communications from the examiner should 
be directed to Anne-Mane Falk whose telephone number is (703) 306-9 155. The examiner can normalK 
be reached Monday through Thursday and alternate Fnda\s from 10:00 AM to 7:30 PM. 

If attempts to reach the examiner by telephone are unsuccessftil, the examiner's supcr\ isor. 
Deborah Re\ nolds, can be reached on (703) 305-405 1 . The fax phone number for the organization where 
this application or proceeding is assigned is (703) 308-4242. 
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Any inquin of a general nature or relating to the status of this application or proceeding should 
be directed to the patent anal>st. William Phillips, whose telephone number is (703) 305-3482 

Anne-Mane Falk. Ph D. 
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ART UNIT 
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DATE MAILED: 

Please find below and/or attached an Office communication concerning the above identified 
application. 

Commissioner of Patents and Trademarks 

The pclilion filed 10 28 02 under 37 CFR 1.84 accompanied w ith the appropriate fee is 

granted. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ann-Marie Falk whose telephone number is (703) 306-9155. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
super\'isor, Deborah Reviiolds, can be reached on (703) 305-4051 . The fax phone number for the 
organization where this application or proceeding is assigned is (703) 308-4242, 

An\' inquir\ of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 
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